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SIR: 

1. In response to the Notification of Missing Requirements Under 35 U.S.C. § 371 mailed July 
26, 2005, Applicants, Martin Vorbach and Frank May hereby petition the Commissioner 
under 37 C.F.R. § 1.47(a) to have the attached Declaration entered into the above-identified 
patent application in order to complete the filing requirements therefor. The Declaration was 
signed by the inventors, Martin Vorbach and Frank May, on behalf of the non-signing co- 
inventor, Armin Nuckel, whose address at the time of mailing of the documents listed in the 



attached Declaration was: 
11/88/2005 ATRAN1 00000054 110600 10583763 



01 FC:1463 



EOO.OO DA 



Drosselweg 4 
Neupotz 

D-76777 Germany 



In support of the petition under 37 C.F.R. § 1.47(a) Applicants submit a Declaration by 
Christian SCHATTENMANN, employee of PACT XPP Technologies AG, assignee of the 
present application, showing the Application and Declaration were presented to Mr. Armin 
Nuckel for signature. Also attached is a translation (as well as the original) of the refusal, via 
e-mail, by Mr. Armin Nuckel to sign the documents sent to him. Accordingly, Applicants 
respectfully submit that the requirements of 37 C.F.R. § 1.47(a) have been met and request 
that the present petition be granted by the Commissioner. 



In response to the Notification of Missing Requirements Under 35 U.S.C. § 371, Applicants 
submit a translation of the application, as filed, into English. Applicants also submit a copy 
of the Notification of Missing Requirements. 
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4. Applicants also submit a Preliminary Amendment, Substitute Specification and Marked-Up 
Copy of the Substitute Specification. In accordance with 37 C.F.R. §1.1 25(b) the Substitute 
Specification contains no new matter. Applicants also submit a copy of the International 
Search Report from the underlying PCT application. Please note that the references listed in 
the Search Report were cited in the Information Disclosure Statement filed on February 07, 
2005. 

> 

5. Applicants respectfully request a two-month extension of time to respond to the Notification 
* of Missing Requirements Under 35 U.S.C. § 371, mailed July 26, 2005, for which a 

response period expiring on September 26, 2005 was set. The extended period expires on 
November 28, 2005 (the 26 th is a Saturday). 

6. The Commissioner is hereby authorized to charge payment of the following fees to the 
deposit account of Kenyon & Kenyon, No. 11-0600: 

1) 37 C.F.R. §1. 17(g) petition fee of $200.00; 

2) 37 C.F.R. § 1.17(a)(2) extension fee of $225.00; 

3) 37 C.F.R. § 1.492(e) surcharge of $65.00; and 

4) 37 C.F.R. § 1.492(f) surcharge of $130.00. 

7. On filing the above-identified application, Applicants paid sufficient fees for 69 total claims 
and 1 3 independent claims. With the Preliminary Amendment submitted herewith, 
Applicants' application continues to contain 69 claims, 10 of which are independent. 
Accordingly, no claims fees are believed due. 

8. The Commissioner is also authorized to charge any additional fees and credit any 

overpayment in connection with this communication to the deposit account of Kenyon & 

Kenyon, No. 11-0600. A duplicate of this communication is enclosed herewith. 
11/28/2005 ATRftNl 00000054 110600 10523763 

02 FC:2252 225,00 DA 

11/26/2005 ATRAN1 00000054 11O600 10523763 

03 FC-2617 65.00 DA Respectfully submitted, 

04 FC:1618 130.00 DA y 1 



Dated: \%_ (vlft^ *\& { By: 




lichelle M. Carniaux 
Reg. No. 36,098 

KENYON & KENYON 
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One Broadway 

New York, New York 10004 

Tel: (212) 425-7200 

Fax: (212) 425-5288 

CUSTOMER NO. 26646 



[2885/92] 

Email from Armin Nueckel dated 10/12/2005 
To: Christan Schattenmann 
Subject: Signatures 

Hello, Christan, 

At the present state of affairs, a participation in 
preparing patents/expansions/renaming of inventors etc. .. 
is unfortunately no longer an option. 

At the same time, however, I have no intention of becoming 
privy to the -business plans", or influence the business 
development, either directly or indirectly (although as 
company shareholder I would most likely be allowed to do 
so) . 

I have expressed this repeatedly. To put it simply, for me, 
PACT is ancient history and, "Thank God", it's over III 

This notwithstanding, I wish my ex-colleagues all the best! 

Regards , 
Armin 



Email from Christian Schattenmann dated 10/11/2005 

To: Armin Nueckel 

Subject: New Email Address 

Hello, Armin, 

Were you able to clarify the question of the signatures? I 
would be grateful for an answer. You may also phone me 
under 089-35344100. 
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Regards, 
Christian 



Email from Christan Schattenmann dated 9/23/2005 
To: Armin Nueckel 
Re: New Email Address 

Hello Armin, 

Thank you for your email with the second email address. As 
discussed yesterday, I would like to explain in more detail 
why and for what purpose PACT requires your signature in 
patent matters . 

For the PACT U.S. patent 2885/92, which is the U.S. filing 
of the EU application PACT 33, we currently require the 
assignment of the rights to the invention to the company 
for the U.S. authorities as well. You were mentioned as co- 
inventor in PACT 33 and have already signed the 
corresponding assignments. As always, the U.S. Patent 
Office requires an additional signature which will have to 
be submitted only at the time of filing. 

You had inquired how many such signatures would still be 
required in the future. I wish I could give you a specific 
number, but it is impossible to estimate since it depends 
on whether we actually file for a specific patent in the 
U.S. and whether and how often we have to divide a patent 
for reasons related to patent law. Unfortunately, each 
filing or division requires one signature per co- inventor. 

We, too, would prefer to handle the process differently, 
but the rigid U.S. rules require us to follow this 
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complicated procedure. If we are unable to submit your 
signature by 09/26/2005, we have to pay a penalty which 
would constitute an unnecessary burden to PACT'S finances. 

Therefore, please provide us with said signature. In case 
of further questions, I can be reached under 089-35344100. 
Thank you very much for your cooperation and your 
understanding of my situation as somebody who is attempting 
to keep PACT f s finances in order. 

Regards , 
Christian 

Email from Armin Nueckel dated 9/22/2005 
To: Christan Schattenmann 
Re: New Email Address 

Hello, Christian, 

Enclosed is my email address. 

It is to be hoped that t- online will soon be up and running 

again! 

Regards , 

Armin 
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Piel, Helga 



Sent: 

To: 

Cc: 



Subject: 



From: 



Hardy, Josephine 

Wednesday, October 19, 2005 11:41 AM 

Piel, Helga 

Carniaux, Michelle 

FW: Client/Matter: 2885.92 



Attachments: 



FW: Unterschriften 



E3 



FW: Unterschriften 

Dear Helga, 

Will you please translate or arrange to have translated the following email 
communication between our client and an inventor? The client matter is 2885/92. We will 
need this translation at your earliest convenience. 

Thanks, 

Josephine Hardy 

Original Message 

From: Melanie Seidel [mailto:Melanie.Seidel@pactxpp.com] 
Sent: Wednesday, October 19, 2005 11:13 AM 
To: Hardy, Josephine 

Cc: Carniaux, Michelle; chrsitian.schattenmann@pactxpp.com; 'Martin Vorbach' 
Subject: RE: Client/Matter: 2885.92 

Dear Josephine, 

Please be advised that Armin Niickel has informed us that he is no longer willing to sign 
any patent matters for PACT. I have attached a copy of the email sent by Armin to 
Christian Schattenmann, in which he confirms this. Unfortunately the email is in German - 
but states that he no longer wishes to be involved in any patent matters now, or in the 
future . 

As you know, Kenyon has taken an extension of time for Matter 2885.92 (as we hadn't 
received a signature from Armin Niickel) . Please could you inform us how we are to go 
about this matter? 

Thanks ! 

Best regards, 



Original Message 

From : Melanie Seidel [mail to : Melanie . Seidel @pactxpp . com] 

Sent: Montag, 26. September 2005 13:26 

To: 1 Hardy, Josephine' 

Cc: 'Carniaux, Michelle' 

Subject: FW : Client/Matter: 2885.92 



Dear Josephine, 

Please be so kind as to take an extension of time for Matter 2885.92. I will inform you 
first thing should Armin respond. 

Thanks and best regards, 



Melanie 



Melanie 
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0 Ch?istLrSchatte^ [mailto : Christian . SchattenmannQpactxpp . com] 



From: Christian 

Sent: Montag, 26. September 2005 10:59 

To: 'Melanie Seidel ' ; cs@pactxpp.com; mv@pactxpp.com 

Subject: RE: Client/Matter: 2885.92 

Thanks, Melanie. I think we will need the extension as Armin won't respond until today. 
Best regards, Christian 

Original Message 

From: Melanie Seidel [mailto:Melanie.Seidel@pactxpp.com] 
Sent: Montag, 26. September 2005 10:11 
To: cs@pactxpp.com; mv@pactxpp.com 
Subject: FW: Client/Matter: 2885.92 

Christian, Martin, 

Please let me know whether you have gotten any response from Armin regarding Matter 92^ 
Dromised Josephine that I would give feedback today - an extension of time until October 
26 Til! cos? §60, 00. Let me know whether we should instruct for an extension of time. 

Regards, 
Melanie 

Original Message 

From: Hardy, Josephine [mailto:JHardy@kenyon.com] 

Sent: Freitag, 23. September 2005 17:35 

To: Melanie Seidel 

Cc: Carniaux, Michelle 

Subject: RE: Client/Matter: 2885.92 



Dear M ^^ e yQu very much for your message with the update on the 

status of this case. n 
An extension of time until October 26 will cost just $60.00. 

Best, 
Josephine 

Original Message 

From: Melanie Seidel [mailto:Melanie.Seidel@pactxpp.com] 

Sent: Friday, September 23, 2005 11:31 AM 

To: Hardy, Josephine 

Subject: Client/Matter: 2885.92 

Dear Josephine, 

Thank you for your fax dated September 8, 2005 and the "Reminder" fax 
da?ed September 15, 2005. Sorry for the late response, but Martin was 
on vacation, and I wanted to clear this matter with him before getting 
back to you. We have contacted Armin Ntlckel again, and have asked him 
to sign the relevant documents. We are hoping that he will do so, and 
if so! by Monday, September 26, 2005. I will contact you on Monday to 
inform Setter he has signed or not. If he has signed, I will forward 
the relevant documents per fax to you on September 26, and then in 
original via post. 

Sorry for the delay, but we are trying our best to get a response from 
Armin Niickel . Please give us time until Monday. 

Please could you inform me what it would cost to take an extension of 
time? 

2 



Thanks for your understanding, and have a pleasant weekend! 



Best regards, 
Melanie 



Melanie Seidel 

PACT XPP Technologies AG 

Web: http://www.pactxpp.com 

Muthmannstr . 1 

80939 Munich, Germany 

Phone +49 89 - 353 44 - 113 

Fax +49 89 - 353 44 - 199 

The information in this email, including attachments, is CONFIDENTIAL 
and may also be privileged. If you are not the named recipient, please 
do NOT disclose the contents to another person, use this email for any 
purpose or store or copy the information in any medium. Instead, P le * se 
immediately notify the sender by replying to this email and delete this 
email (including any attachments) from your system. 



V 
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Piel, Helga 

From: Christian Schattenmann [Christian.Schattenmann@pactxpp.com] 
Sent: Wednesday, October 1 2, 2005 7:22 AM 
To: 'Martin Vorbach'; 'Peter Weber' 
Cc: ms@pactxpp.com 
Subject: FW: Unterschriften 

Dear all, 

Armin Nueckel is not willing to cooperate with PACT anymore. We need to find another way with Kenyon to file 
patents without his signature. 
Regards, Christian 



— Original Message — 

From: Nueckel, Armin [mailto:Armin.Nueckel@fme.fujitsu.com] 
Sent: Mittwoch, 12. Oktober 2005 10:25 
To: Christian Schattenmann 
Subject: Unterschriften 

Hallo Christian, 

in der momentanen Situation ist eine Beteiligung an Patenterstellungen/Erweiterungen/Erfinderumbenennungen 
etc... leider nicht mehr moglich. 

Ich plane andererseits auch nicht, weder direkt noch indirekt, Einblick in die „Geschaftsplane" oder Einfluss auf 
die Geschaftsentwicklung zu nehmen (obwohl ich als Aktionar der Firma das vermutlich durfte). 

Ich habe das wiederholt zum Ausdruck gebracht. PACT ist fur mich schlicht und ergreifend lange her und „gott sei 
dank" vorbei!!! 

Nichts desto trotz wunsche ich meinen Ex-Kollegen alles Gute! 

Besten Gruss 

Armin 



From: Christian Schattenmann [mailto:Christian.Schattenmann@pactxpp.com] 

Sent: Tuesday, October 11, 2005 12:21 PM 

To: 'Nueckel, Armin' 

Cc: Armin Nuckel 

Subject: RE: Neue email Adresse 

Hallo Armin, 

konntest Du die Frage nach den Unterschriften klaren? Ich ware Dir fur eine Antwort dankbar. Du kannst mich 
gerne auch telefonisch unter 089 - 35344100 erreichen. 
Viele Grufle 
Christian 

— Original Message — 

From: Christian Schattenmann [mailto:Christian.Schattenmann@pactxpp.com] 
Sent: Freitag, 23. September 2005 17:31 
To: 'Nueckel, Armin' 

Cc: Armin Nuckel (armin.nueckel@t-online.de) 
Subject: RE: Neue email Adresse 
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Hallo Armin, 

vielen Dank fur Deine Email mit der zweiten Emailadresse. Wie gestern besprochen mochte ich etwas 
detaillierter erlautern, weshalb und wofur die PACT Deine Unterschrift in Patentsachen benotigt. 

Fur das PACT US Patent 2885/92, welches die US-Einreichung der EU Anmeldung PACT 33 ist, 
benotigen wir nun auch fur die US-Behorden die Abtretung der Erfinderrechte an die Firma. Du warst bei 
PACT 33 als Mit-Erfinder genannt und hast hierfur die entsprechenden Abtretungen bereits 
unterzeichnet. Wie immer benotigt das US Patentamt eine zusatzliche Unterschrift, die erst bei 
Einreichung vorzulegen ist. 

Du hattest gefragt, wie viele derartige Unterschriften in Zukunft noch geleistet werden mussen. Gerne 
wurde ich Dir eine konkrete Zahl nennen, allerdings ist dies nicht abschatzbar, da es davon abhangt, ob 
wir ein bestimmtes Patent tatsachlich in den USA einreichen bzw. ob und wie oft wir ein Patent aus 
patentrechtlichen Grunden aufteilen mussen. In den USA ist leider pro Einreichung bzw. Teilung eine 
Unterschrift pro Mit-Erfinder erforderlich. 

Wir wurden das Verfahren auch gerne anders handhaben, sind aber durch die starren US Regeln an 
dieses komplizierte Vorgehen gebunden. Wenn wir Deine Unterschrift bis zum 26.09.2005 nicht vorlegen 
konnen, so mussen wir Strafgebuhren bezahlen, die die finanzielle Lage der PACT unnotig belasten 
wurden. 

Ich bitte Dich daher, die betreffende Unterschrift zu leisten. Bei Ruckfragen bin ich jederzeit unter 089- 
35344100 erreichbar. Vielen Dank fur Deine Kooperation und Dein Verstandnis fur meine Situation als 
jemand, der versucht, die PACT Finanzen zusammenzuhalten. 

Viele GrufJe, 
Christian 



Original Message 

From: Nueckel, Armin [mailto:Armin.Nueckel@fme.fujitsu.com] 
Sent: Donnerstag, 22. September 2005 17:23 
To: christian.schattenmann@pactxpp.com 
Subject: Neue email Adresse 

Hallo Christian, 

anbei meine email Adresse. 

t-online geht hoffentlich auch bald wieder! 

MfG 

Armin 



Dr. Armin Nueckel 

Senior Application Engineer 

Fujitsu Microelectronics Europe 

Tel. :+49(0)6103690482 

Fax. : +49(0)6103690122 

mobile : 01738667251 

E-Mail : armin.nueckel@fme.fujitsu.com 

This e-mail and any attachment contain information, which is 
private and confidential and is intended for the addressee only. 
If you are not an addressee, you are not authorized to read, copy 
or use the e-mail or any attachment. If you have received this 
e-mail in error, please notify the sender by return e-mail and 
then delete it. 
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